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By Kelly K. Burris

Fast and Effective Alternatives to District Court Patent Litigation in Your Own Backyard

Post-Grant Patent Practice at the  
United States Patent and Trademark Office

n September 16, 2011, Presi-
dent Obama signed into law 
changes that sent the intellec-
tual property legal community 

into another dimension of performance. 
These legal changes, often referred to as 
“Patent Reform,” were enacted with the 
Leahy-Smith America Invents Act.1

Key among the changes was the estab-
lishment of new proceedings at the United 
States Patent and Trademark Office (USPTO) 
challenging the validity of issued U.S. pat-
ents outside district courts. Defendants in 
patent litigation are now able to definitively 
stay district court litigation and go back to 
the USPTO before the Patent Trial and Ap-
peal Board to challenge the validity of a 
patent in a statutorily dictated window of 
no more than one year.2

The Detroit USPTO  
and post-grant hearings

What many may not realize is that the 
America Invents Act also designated the 
first-ever USPTO satellite office in Detroit—
the Elijah J. McCoy United States Patent and 
Trademark Office3—where post-grant pat-
ent review hearings are held regularly and 
are determined based on the location of the 
parties and their counsel; see http://www.
uspto.gov/about-us/uspto-locat ions/
detroit-michigan.

There are three primary proceedings to 
challenge the validity of issued patents un-
der the America Invents Act: (1) post grant 
review, which must be filed within nine 

months of a patent grant; (2) inter partes re-
view, which may be filed after nine months 
of a patent grant; and (3) covered business 
method, available for first-inventor-to-file 
applications only when post grant review 
is not available or completed and for par-
ties who have been sued or charged with 
infringement based on a covered business 
method patent—a patent claiming a method 
or corresponding apparatus for performing 
data processing or other operations used 
in the practice, administration, or manage-
ment of a financial product or service, ex-
cept that the term does not include patents 
for technological inventions.4

Because it is available for patents issuing 
before and after the America Invents Act, 
inter partes review has been the most widely 
used proceeding. However, the grounds for 
instituting an inter partes review are more 
limited than post grant review or covered 
business method; a brief summary of the 
primary differences between the proceed-
ings follows. It is important to note that 
timing for filing post grant and inter partes 
reviews is critical, as these proceedings are 
precluded if a petitioner has already filed a 
related civil action challenging the validity 
of the patent or is served with a complaint 
for patent infringement more than one year 
before filing a petition for post grant or inter 
partes review.

Comparison of  
post-grant proceedings

The standard for instituting a post grant 
review and covered business method is “more 
likely than not that at least one of the claims 
challenged in the petition is unpatentable” or 
if there is a “showing that the petition raises 
a novel or unsettled legal question that is im-
portant to other patents or patent applica-
tions.”5 In contrast, the standard for an inter 
partes review is a “reasonable likelihood that 
at least one of the claims challenged in the 
petition is unpatentable.”6

The available grounds for challenging pat-
ents are more broad with post grant review 
and covered business method proceedings, 
as the bases may include 35 USC 101 (pat-
entable subject matter), 102 (novelty), 103 
(nonobviousness), 112 (specification), and 
double patenting. The grounds for challeng-
ing a patent under an inter partes review are 
limited to 35 USC 102 and 103 based on pat-
ents and printed publications only. There-
fore, timing is important when considering 
a validity challenge to a patent issued on an 
application filed on or after March 16, 2013 
(a post-America Invents Act patent).

The estoppel provisions of USPTO post-
grant proceedings are fairly broad. The rules 
preclude a petitioner, its real party in inter-
est, or privy from later challenging the same 
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patent claim, either in the USPTO or in civil 
litigation, on any ground that the petitioner 
raised or “reasonably could have raised” 
during the post grant review.7

Importantly, amendment of the patent 
(and its claims) is available for the patent 
owner during a post grant review proceed-
ing, albeit limited. However, unlike their sis-
ter proceedings in foreign countries (e.g., 
opposition proceedings in the European Pat-
ent Office), motions to amend to date are 
rarely granted by the Patent Trial and Appeal 
Board. For example, last month the Board 
granted only its sixth motion to amend al-
lowing substitute claims in Shinn Fu Com-
pany of America and Shinn Fu Corporation 
v The Tire Hanger Corporation.8

A patent owner may file one motion to 
amend the patent by canceling any chal-
lenged claim or by proposing “a reasonable 
number of substitute claims” for each chal-
lenged claim. Further, any amendment can-
not broaden the scope of the claim or intro-
duce any new matter.9 Amendment appears 
to be difficult based on the requirement to 
“persuade the Board that the proposed sub-
stitute claim is patentable over the prior art 
of record, and over prior art not of record 
but known to the patent owner.”10

All post-grant patent proceedings under 
the America Invents Act must be completed 
within 12 months from institution, with a 
six months’ good-cause exception possible. 
Therefore, the proceedings move fast and, 
from the author’s experience, Patent Trial 
and Appeal Board judges have little pa-
tience for delay tactics and a party’s unfamil-
iarity with the rules (37 CFR 42 et seq.). Lead 
counsel must be a registered patent attor-
ney, but a motion to appear pro hac vice 
“may be granted upon showing that coun-
sel is an experienced litigating attorney and 
has an established familiarity with the sub-
ject matter at issue in the proceeding.”11

There is a plethora of published trial sta-
tistics on the outcomes of post-grant patent 
proceedings at the USPTO, including those 
published by the Patent Trial and Appeal 
Board and a recent study on motions to 
amend.12 Based on early outcomes of Amer-
ica Invents Act trials and its differing stan-
dards with the federal circuit, the scales are 
definitely tipped in favor of accused patent 
infringers. However, if you and your client 
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are considering post-grant patent proceed-
ings in front of the Patent Trial and Appeal 
Board, some words of advice: know the 
rules, know the rules, know the rules. n
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