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ICLE 2004 International

Trademark Forum

Tuesday, October 19, 2004

WMU Graduate Center, Grand Rapids, MI

Wednesday, October 20, 2004

Oakland Center, Rochester, MI

Trademark Case Law

Throughout The World

2

Mary M. Squyres

msquyures@brinkshofer.com

312.321.7735

3

Trademark Case Law

Throughout The World

� Registrable marks

� Famous Marks

� Counterfeiting

� Miscellaneous
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Registrable Marks

� NEWTEL is non-distinctive for

telecommunications equipment (Antwerp

Court of Appeal; defendant cancels plaintiff’s

mark that is basis for infringement suit)

� OFF PRICE for a shopping mall is generic

(defendant strikes again), Third Panel of the

Superior Court of Rio

5

Registrable Marks (cont’d)

� BOSTONGURKA for gherkins not generic

because survey focusing on consumers more

relevant (District Court in Sweden and ECJ)

� Shapes of washing machines non-distinctive;

level of attention low (ECJ)

� Three-dimensional shapes registrable if

distinctive like TM’s; each TMO must decide

(ECJ)

6

Registrable Marks (cont’d)

� Ariel McDonald, an Israeli basketball player,

cannot use his name in a Burger King

commercial; misuse (Supreme Court)

� Nestlé’s tube shape for candy is distinctive and

non-functional; Nestlé can cancel similar tube

shape (Liechtenstein Supreme Court)
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Registrable Marks (cont’d)

� Restaurant could use HEMINGWAY since the

universal nature is limited (The Court of

Appeals of Lisbon)

� Representations of living creatures are

registrable (Saudi Review Panel)

� @ with an “e” is registrable by IBM for e-

commerce services (Swedish Patent Appeals

Court)

8

Registrable Marks (cont’d)

� SWISS BUSINESS HUB is not registrable for

advertising services; descriptive when aimed

at English speakers (Federal Commission for

Intellectual Property Rights)

� Catalytic disc for part of AOSEPT cleaning

system for contact lenses is non-functional;

other discs can be used (Swiss Supreme

Court)

9

Registrable Marks (cont’d)

� Hinge on SWATCH watches needs a survey to

show acquired distinctiveness (Swiss

Supreme Court)

� Design of DIPPIN’ DOTS affected shape, size

and taste of product (method patent), so

shape is functional; no infringement against

Frosty Bites (US CA 11
th

 Cir.)
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Famous Marks

� Orange is a valid TM for Veuve Clicquot’s

champagne; Emmanuel De Landtsheer

cannot use orange on its beer (Brussels

Court of Appeals)

� CLIQUOT for clothing does not infringe

CLICQUOT for champagne; users don’t

associate the two (Canadian Federal Court of

Appeal) Win some, lose some

11

Famous Marks (cont’d)

� Former distributor can no longer use VOLVO

on his sign for parts; “independent” too small

(Belgium:  President of the Commercial Court

of Charleroi)

� The State Administration of Industry and

Commerce in China listed 43 famous marks

in June; none was a US mark; list will evolve.

Stay tuned.

12

Famous Marks (cont’d)

� CLINIQUE ROND POINT DES CHAMPS

ELYSEES for cosmetics does not infringe

CLINIQUE for cosmetics. Senior mark did not

lose its individuality (French Supreme Court)

� Allergan could stop use of OCUFLOX, a

preparation for eye care, based on its

international reputation; greater protection

for medicinal products (no registration in

India) (Supreme Court)
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Famous Marks (cont’d)

� CHEETOZ in Farsi confusing to CHEETOZ in

English, even though mark not famous (Iran

Appellate Court)

� OHIM Board of Appeal held that

BUDEJOVICKY BUDVAR is not confusingly

similar to BUD (visual, phonetic and

conceptual)

� Similar holding by South Korean Supreme

Court

14

Famous Marks (cont’d)

� Spanish toymaker cannot put HARLEY-

DAVIDSON on scale replica (Supreme Court)

� Thai distributor could not register RADAR in

Chinese characters for electric switches

based on the international reputation held by

Taiwanese owner of mark (Thai IP and

International Trade Court)

15

Counterfeiting

� Australian company paid $230,000 to Sony

for counterfeit PLAYSTATION games sold

over 5 years (Federal Court)

� A court can appoint an expert to visit

premises unannounced and seize goods

(Belgian Constitutional Court)



�����	
���
��������	��	
�	����������
�����	 ���9

������
�	�
����
������ 	!����"���!#�$���%	��&'�����#�����

16

Counterfeiting (cont’d)

� A national court cannot impose criminal

penalties if its law does not prohibit transport

of counterfeit goods (ECJ)

� The Chief Justice of Singapore upheld a 32

month sentence because Singapore is a

major trading center and counterfeiters must

be deterred.

17

Counterfeiting (cont’d)

� The US CA for the 5
th

 Cir. refused

damages to Gucci because the counterfeit

product was of high quality, and Gucci

itself repaired the bag without comment.

No willful infringement.

18

Miscellaneous

� Maryland Court of Appeals held that two

holding companies in Delaware were not

separate business entities; had to pay

income tax in Maryland (SC refused to hear

case)

� The Metropolitan Appeal Court in Hungary

refused registration of HAGA for optical

products by former distributor based on bad

faith
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Miscellaneous (cont’d)

� Trader could not use OXYTEC for oxygen

analyzers. Former distributor of Entorec

which used OXITEC. Bad faith.  $61,000 in

damages paid (Shenzhen Intermediate

People’s Court in China)

� The use of a mark by a distributor who sold

without a proper license is use of goods in

Russia (Commercial Court)

20

Questions?

www.brinkshofer.com




