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I. Overview
In discussing patent and technology agreements, it is useful to start at the chronologi-

cal beginning of the intellectual property development process with the documents most 
closely associated with the creation of the intellectual property, then move onto documents 
related to its commercialization. After discussing the documents used in the development 
and commercialization of the intellectual property, a closer look at some provisions com-
monly found in intellectual property is helpful. Finally, some sample agreements are pro-
vided as reference materials that may prove useful to the reader as a starting point when 
the reader drafts his or her own patent and technology agreements.

II. IP Development
Some of the most common ways that a client may become the owner intellectual 

property are outlined below.

1.  Disclaimer—These materials are public information and have been prepared solely 
for educational and entertainment purposes to contribute to the understanding of American 
intellectual property law. These materials reflect only the personal views of the author and are 
not individualized legal advice. It is understood that each case is fact-specific, and that the 
appropriate solution in any case will vary. Therefore, these materials may or may not be rele-
vant to any particular situation. Thus, the author and Brinks Hofer Gilson & Lione cannot be 
bound either philosophically or as representatives of their various present and future clients to 
the comments expressed in these materials. The presentation of these materials does not estab-
lish any form of attorney-client relationship with the author or Brinks Hofer Gilson & Lione. 
While every attempt was made to ensure that these materials are accurate, errors or omissions 
may be contained therein, for which any liability is disclaimed.

2.  Margaret Dobrowitsky is a shareholder with Brinks Hofer Gilson and Lione. She has 
been practicing intellectual property law for fifteen years. Her practice is focused on drafting 
and negotiating all types of intellectual property agreements.
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A. Client Solely Develops
In many industries the lion’s share of a company’s intellectual property is still gener-

ated in-house by its own employees that are specifically hired to invent, such as engineers 
and scientists. The old adage “not invented here” is still alive and well in corporate Amer-
ica for reasons of cost and efficiency. Usually, an Employee Assignment Agreement is 
executed at the time an employee is hired to obtain a promise from the employee that he or 
she will assign inventions to the employer.

B. Client Acquires Title
A client may acquire title to intellectual property through an assignment agreement. 

Due diligence in the form of searching the USPTO records to determine who is listed as 
the owner of record of the patents and whether or not maintenance fess have been paid 
should be performed prior to executing any assignment agreement. After the assignment 
agreement has been executed, follow-up is required by the client or the client’s outside 
counsel to attend to such matters as ensuring that recordable assignments are recorded at 
the USPTO, prosecution files are transferred to the acquiring client’s prosecution attorney, 
the attorney of record at the USPTO is changed over to the client’s prosecution attorney, 
and that foreign associates are notified of the new prosecution attorney.

C. Client Licenses In
A client may also acquire intellectual property rights by licensing-in technology 

through exclusive or non-exclusive licenses from granted by other parties such as univer-
sities, hospitals, technology development firms, and sole or joint inventors such as doctors 
and other subject matter experts. Consideration for the grant of a license may include up-
front, lump-sum payments and/or running royalties. Milestone payments that trigger upon 
the licensee achieving a significant event in the commercialization of a product covered 
by the license and minimum royalties or maintenance fees that provide the licensor a cer-
tain level of compensation for some period are also common. All these type of payments 
are, however, negotiable and whether or not the licensee will agree to pay them depends 
on the leverage of the parties and the facts at hand.

University agreements drafted under the direction of attorneys in university technol-
ogy transfer offices address many of the issues generally presented in licensing technology 
to industry and may provide some good reference information in setting up a license for 
your client. Some universities, such as the University of Texas, make their agreements 
available to the public on-line at their technology transfer office web-site. These agree-
ments are, of course drafted from the point of view of the licensor, and needed to be care-
fully reviewed, considered and modified by the licensee. For example, if one represents a 
client licensing in technology from a university on an exclusive basis, one must be mind-
ful about whether the client requires rights in the data, in any improvements, and the abil-
ity to monitor the release of data to the public by the university.

D. Client Jointly Develops
When a client undertakes to develop intellectual property jointly with another party, a 

special environment is created. It is useful to image that on the effective date of the joint 
development agreement, a stake is put into the ground. Prior to this point in time the intel-
lectual property and technology that the parties bring to the table may be considered as 
“background” intellectual property. Going forward from the effective date the intellectual 
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property created during the joint development program may be referred to as “foreground” 
intellectual property. During the foreground period, each party may create intellectual 
property inside (“program” intellectual property) and outside (“non-program” intellectual 
property) of the joint development program.

The foreground program intellectual property may be divided into three categories: i) 
inventions conceived solely by your client; ii) inventions conceived solely by the other 
party, and iii) inventions jointly conceived by the parties. From a defensive point of view, 
your client will have a right to use (under the United States statutory scheme and assuming 
no dominating patents exist) the client’s own sole inventions the joint inventions, but it is 
important to consider what rights your client may need in the sole inventions of the other 
party. From the offensive point of view, your client may want the right to exclude others in 
certain fields, regardless of whether or not the client’s employees are actually named 
inventors on the patent application.

III. IP Commercialization
The method that a client chooses to commercialize its intellectual property impacts 

the control that a client maintains over the intellectual property rights. The following list 
ranks, in descending order, common methods of commercializing intellectual property 
based on the amount of control over the intellectual property that is maintained by the cli-
ent.

1. Client Commercializes IP Itself

2. Client Forms Joint Venture

3. Client Grants Non-Exclusive Licenses

4. Client Grants Exclusive Licenses

5. Client Sells All the Rights

IV. Example Agreement Provisions
The following provisions, examples collected from various source agreements, may 

be useful to the reader as a starting point when drafting the reader’s own agreements.

A. Background (Recitals)

1. Licensor is engaged in the business of designing and developing a wide variety of 
systems, processes, and products, and

2. Licensee is engaged in the business of the manufacture, marketing and sales of 
_________________, and

3. Licensor is amenable to granting an exclusive license to Licensee for the Tech-
nology, and

4. Licensee desires a license for the Technology for the purpose of commercializa-
tion, and
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5. Licensee and Licensor previously entered into license agreements dated Septem-
ber 30, 2003 and March 15, 2006, which they desire to supersede and replace 
with this Agreement.

6. In consideration of the premises and mutual covenants hereinafter set forth, the 
Licensor and Licensee agree as follows:

B. Definitions

1. As used in this Agreement, the following terms have the meaning set forth below. 
All other terms used in this Agreement, but not defined herein, shall have the 
meanings ascribed to them in the Operating Agreement.

2. Whenever from the context it appears appropriate, each term stated in either the 
singular or the plural shall include the singular and the plural, and pronouns 
stated in the masculine, the feminine or the neuter gender shall include the mas-
culine, the feminine or the neuter.

3. “Licensed Territory” means the United States of America, its territories, and its 
possessions.

4. “Improvement(s)” means any patented modification of a device, method, or prod-
uct described in a Patent provided such a modification, if unlicensed, would 
infringe one or more claims of issued Patents.

5. “Field” means, and is limited to, the practice of the Patents and Improvements 
to_____________.

6. “Licensed Products” means any and all products in the Field covered by or are 
produced using a process or method covered by a claim of a Patent or Improve-
ment.

7. “Net Sales” means the gross revenue actually received by Client from the com-
mercial sale of the Licensed Products during the calendar year immediately pre-
ceding the date on which such royalty is due minus the costs of: (i) sales, value 
added and/or use taxes, (ii) duties and similar governmental assessments paid, 
(iii) transportation, packing, shipping, and insurances, (iv) discounts allowed and 
taken, (v) amounts allowed or credited due to rejections and/or returns, (vi) the 
value of other products or items in a kit or other components in an assembly or 
the value attributable to any drug or bioactive agent that is incorporated in or 
added to the Licensed Products; and (vii) costs of royalties due to a third party 
regarding the Licensed Product. Regardless of the number of valid claims defined 
in the Licensed IP and practiced by the Licensed Products, Client will owe only 
one royalty with respect to the sale of each unit of Licensed Product. Along with 
each royalty payment, Client will deliver to Licensor a report describing the cal-
culation of such royalty.

C. Grants

1. Company A hereby grants to Company B an exclusive, world-wide license, with 
the right to grant sublicenses to its Affiliates (without the right to grant further 
sublicenses), under all of Company A’s Proprietary Rights relating to the Prod-
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ucts, to make, have made, use, offer to sell, sell and import Products in the Field 
of Use and to practice any associated methods as may be reasonably necessary 
therewith. For the avoidance of doubt, for the period of time during which Com-
pany B retains an exclusive license under this Agreement, Company A reserves 
no right for itself to make, have made, use, offer to sell, sell and import Products 
within the Field of Use or to practice any associated methods with respect to 
Products within the Field of Use, except as may be authorized by Company B.

2. Client hereby grants to Licensee, and Licensee hereby accepts from Client, upon 
the terms and conditions hereinafter specified, a non-transferable and non-assign-
able (except as provided in Section ___ of this Agreement), royalty-bearing, 
exclusive license under the Patent Rights and Proprietary Information to manu-
facture, have manufactured, use, offer for sale, sell, and import Licensed Products 
(and to pass on to purchasers of Licensee’s Licensed Products the right to use and 
sell the same) in the Territory. This license also includes the right to grant non-
exclusive sublicenses under the rights granted herein. Exclusivity of the license 
grant to Licensee under this Section X.N1 is subject to the minimum Running 
Royalty Payment provisions of Section X.N2.

D. Consideration (Royalties)

1. In consideration of the rights, privileges and license granted by University here-
under, Licensee shall pay royalties and other monetary consideration as follows:

(a) Initial license fee, nonrefundable and noncreditable against royalties, of 
_______ ($______) due within fifteen (15) days of the date of University’s 
invoice therefor:

(b) Annual maintenance fees, non-refundable and non-creditable against royal-
ties, as follows: _________________________;

(c) Royalties in an amount equal to ____________ percent (__%) of Net Sales 
of the Licensed Technology per calendar quarter;

(d) Minimum royalty in the amount of $________per calendar year if such min-
imum royalty is greater than the aggregate annual royalty computed in 
accordance with Section 4.l(c) above; and

(e) A share of Non-Royalty Sublicense Income of percent ( % ).

2. All payments pursuant to this Agreement may be made by check or by wire trans-
fer (along with applicable wire transfer fees) in United States dollars without 
deduction or exchange, collection or other charges and directed to the address or , 
in the case of wire transfer, to the bank, set forth in Article X1. Annual mainte-
nance payments pursuant to Section 1(b) hereof shall be paid on the anniversary 
of the Effective Date of the calendar year in which they are due. Royalty pay-
ments pursuant to Section l(c) hereof shall be due within thirty (30) days after 
each March 31, June 30, September 30 and December 31. Minimum annual roy-
alties pursuant to Section 4.1(d) shall be paid by December 15 of the calendar 
year in which they are due. Non-Royalty Sublicense Income payments pursuant 
to Section 1 (e) hereof shall by paid within thirty (30) days after receipt of pay-
ment by Licensee from sublicense.
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3. Taxes imposed by any foreign or United States governmental agency on any pay-
ments to be made to the University by Licensee hereunder shall be paid by Lic-
ensee without deduction from any payment due to the University hereunder.

4. Payments pursuant to this Agreement, including those specified in Section 6.2, 
which are overdue shall bear interest calculated from the due date until payment 
is received at the rate of eight percent (8%) per annum, or the prime rate (as 
quoted by The Wall Street Journal) plus two percent (2%), whichever is higher. 
Payment of such interest by Licensee shall not negate or waive the right of Uni-
versity to seek any other remedy, legal or equitable, to which it may be entitled 
because of the delinquency of any payment, including, but not limited to, termi-
nation of h s Agreement as set forth in Article X2.

5. Licensee shall sell products and/or processes resulting from Licensed Technology 
to University and its Affiliates upon request at such price(s) and on such terms 
and conditions as such products and/or processes are made available to Lic-
ensee’s most favored customer.

E. Ownership of IP and Data

1. Subject to the rights and license granted to Client by this Agreement, (i) any 
Intellectual Property that is made or conceived during the Term, solely by one or 
more employees or agents of Company or acquired solely by or for Company 
during the Term of this Agreement shall be the sole property of Company, (ii) any 
Intellectual Property that is made or conceived during the Term, solely by one or 
more employees or agents of Client or acquired solely by or for Client during the 
Term of this Agreement shall be the sole property of Client, and (iii) any Intellec-
tual Property that is jointly made or conceived during the Term by one or more 
employees or agents of Company and one or more employees or agents of Client 
or acquired jointly by or for Company and Client during the Term of this Agree-
ment shall be jointly owned by Company and Client. Each Party hereto under-
takes to sign, execute and deliver all documents and papers that may be required, 
and perform such other acts as may be reasonably required in the circumstances, 
in order to ensure the division of the intellectual property rights between the Par-
ties in accordance with the terms of this Section 1.

2. Member acknowledges that all data, analysis, graphs, reports, physical property, 
documents or other subject matter prepared, procured or produced by Member in 
the performance of this Agreement are the sole property of Client and may be 
used by Client without accounting to Member. Member agrees to and hereby does 
assign to Client all of Member’s right, title and interest in and to all intellectual 
property made or conceived by Member based on Client’s Proprietary Informa-
tion (“Improvements”). Member agrees to execute such powers and instruments 
as Client may reasonably require or deem advisable to enable Client to seek, per-
fect and enforce the rights granted to Client by Member under this Agreement. 
Member agrees not to sue Client, any of its affiliates, or any of their customers or 
vendors based on any patent, application for patent, or other intellectual property 
right obtained by Member on Improvements.
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3. Unless otherwise agreed in writing between the Parties and subject to the terms of 
this Agreement, each Party will continue to own and control Technology created 
or acquired by or for that Party prior to the Effective Date of this Agreement, 
including, but not limited to, the right to decide whether to seek or maintain Intel-
lectual Property protection for such Technology, whether to retain, license, sell, 
or otherwise dispose of or exploit such Technology, and whether to enforce or 
defend any Intellectual Property rights in such Technology.

4. Foreground Intellectual Property that is conceived solely by or for one Party 
(“Solely Invented Foreground Intellectual Property”) will remain the exclusive 
property of such Party, and except as expressly stated otherwise in this Agree-
ment, such Party will have the exclusive right to protect, enforce, and exploit 
such Solely Invented Foreground Intellectual Property.

5. Foreground Technology that is conceived jointly by the Parties (“Jointly Invented 
Foreground Intellectual Property”) will remain the joint property of the Parties. 
The Parties will work together to document such Jointly Invented Foreground 
Intellectual Property in accordance with the terms set forth in Sections X.1 and 
X.2 below. Except as expressly stated otherwise in this Agreement, each Party 
will have the right to protect, enforce, and exploit such Jointly Invented Fore-
ground Intellectual Property, with no duty to account to the other for its use.

6. In the event that the Background Technology of either Party is required to com-
mercialize a product that embodies any of the Program Technology, each Party 
agrees to grant to the other Party a world-wide, non-exclusive license, on reason-
able terms and conditions, under its Background Technology.

7. Each Party grants to the other Party an unrestricted, irrevocable, world-wide, roy-
alty free, non-exclusive license under its Solely Developed Program Technology.

8. Jointly Developed Program Technology shall be jointly owned by the Parties, 
with each Party enjoying the rights of a sole owner with no duty to account to the 
other regarding any economic benefit realized or the need to seek approval from 
the other Party for its use.

F. Confidentiality

1. Confidential Information. The term “Confidential Information” shall mean any 
information disclosed by one party to the other that is written, graphic, machine 
readable or other tangible form and is marked “Confidential”, “Proprietary” or in 
some other manner to indicate its confidential nature. “Confidential Information” 
may also include oral information disclosed by one party to another pursuant to 
this Agreement, provided that it is designated as confidential at the time of disclo-
sure and reduced to a written summary, which is marked in a manner to indicate 
its confidential nature, that is delivered by the disclosing party to the receiving 
party within thirty (30) calendar days after its oral disclosure.
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2. Exceptions. Notwithstanding the foregoing, Confidential Information does not 
include information that

(i) was publicly known at the time it was disclosed or becomes publicly known 
through no fault or action of the receiving party or any breach of any confi-
dentiality obligation,

(ii) was known to the receiving party, without restriction, at the time of disclo-
sure, provided the receiving party can demonstrate such prior knowledge 
with adequate evidence,

(iii) was independently developed by the receiving party without any use of the 
Confidential Information and by employees or other agents of the receiving 
party who have not been exposed to the Confidential Information, provided 
that the receiving party can demonstrate such independent development with 
adequate evidence, or

(iv) becomes known to the receiving party, without restriction, from a source 
other than the disclosing party without breach of this Agreement by the 
receiving party and without, to the best of the receiving party’s knowledge, 
breach of another agreement or otherwise in violation of the disclosing 
party’s rights.

3. Obligations. Each party agrees that it will (i) use the other party’s Confidential 
Information only in connection with fulfilling its rights and obligations under this 
Agreement, and (ii) implement reasonable procedures to prohibit the disclosure, 
unauthorized duplication, misuse or removal of the other party’s Confidential 
Information and will not disclose such Confidential Information to any third 
party, except as may be necessary and required in connection with the rights and 
obligations of such party hereto under this Agreement. Without limiting the fore-
going, The parties each agree to hold the other party’s Confidential Information 
in strict confidence and to use at least the same procedures and degree of care that 
it uses to prevent disclosure of its own confidential information of like impor-
tance but in no instance less than reasonable care. Each party agrees to obtain 
executed confidentiality agreements with its employees and contractors having 
access to Confidential Information of the other party and to diligently take steps 
to enforce such agreements or be responsible for the actions of such employees 
and contractors in this respect. Both parties agree that the employment agree-
ments used in the normal course of each party’s respective business shall satisfy 
the requirements of this section.

4. Exclusions. Notwithstanding the above, neither party will be liable to the other 
with regard to any Confidential Information that is:

(i) disclosed with prior written approval of the disclosing party, or

(ii) disclosed pursuant to the order or requirement of a court, administrative 
agency, or other governmental body; provided that the receiving party pro-
vides sufficient advance notice of the required disclosure to allow the dis-
closing party a reasonable opportunity to seek a protective order or 
otherwise prevent or limit such disclosure.
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G. Publication
Client recognizes that University may elect to publish and disseminate research 

results that University develops under the Project. University will submit all such publica-
tions, whether intended in writing or by oral presentation, to Client at least thirty (30) days 
prior to disclosure or submission to any third party. Client will determine within thirty (30) 
days whether any of its Confidential Information, as defined in Article 15 of this Agree-
ment, is included in the proposed publication. Client may require that its Confidential 
Information be removed before publication and, in the event that the proposed publication 
or presentation contains patentable subject matter which needs protection, require that the 
publication be delayed up to ninety (90) days to permit Client to file a patent application.

H. Representations and Warranties

1. Client warrants that it has the right to license the rights granted under this Agree-
ment to the Licensed Patents and Technology, that to its actual knowledge as of 
the effective date of this agreement: A) it has obtained any and all necessary per-
missions from third parties to license the Licensed Patents and Technology, and 
b) use of the Licensed Patents and Technology by Company in accordance with 
the terms of this Agreement shall not infringe the patents of any third party.

I. Term and Termination

1. The term of this Agreement commences on the Effective Date, and continues in 
full force and effect until midnight, on the last day of the sixtieth (60) full calen-
dar month following the Effective Date (“Term”).

2. If either Party is in material breach of the terms of this Agreement, then the other 
Party may terminate this Agreement, at its option and without prejudice to any of 
its other legal and equitable rights and remedies, by giving the breaching Party 
thirty (30) days notice in writing, particularly specifying the breach. Such notice 
of termination shall not be effective if the breaching Party cures the specified 
breach within such thirty (30) day period.

3. Licensor may terminate the Project and/or this Agreement with immediate effect 
by giving notice in writing to Licensee if Licensee brings a challenge to the valid-
ity of any of Licensor’s Patent Rights. In the event that Licensee or any of its 
Affiliates brings a challenge to the validity of any of Licensor’s Patent Rights and 
Licensor does not terminate the Project and/or this Agreement, then Licensee and 
its Affiliates agree to continue to pay all royalties due under this Agreement dur-
ing the period of such challenge. Royalties paid by the Licensor and its Affiliates 
during any such validity challenge shall be non-refundable by Licensee, regard-
less of the outcome of the validity challenge.

4. Except as provided under Section X below (Inventory Sell Down), upon the 
effective date of termination of this Agreement, LICENSEE’s obligation to pay 
PATENT EXPENSES, Annual Maintenance Fees, Minimum Annual Royalties 
and Running Royalties will cease; provided nothing herein will be construed to 
release either party of any obligation maturing prior to the effective date of the 
termination.
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5. Subject to Section X, LICENSEE agrees to cease and desist any use and all 
SALE of the LICENSED SUBJECT MATTER and LICENSED PRODUCTS 
upon termination of this AGREEMENT and owes no obligation to pay PATENT 
EXPENSES, Running Royalties, Annual Maintenance Fees or Minimum Annual 
Royalties that would have accrued after the effective date of such termination had 
this AGREEMENT not been terminated.

6. Licensee may, after the effective date of such termination, sell all Licensed Prod-
ucts and parts thereof that it may have on hand at the date of termination, pro-
vided that Licensee pays the earned royalty thereon and any other amounts due 
pursuant to Article X of this Agreement.

J. Indemnification

1. Sponsor agrees to defend, indemnify and hold University, its officers, employees 
and agents, harmless from and against any and all liability, loss, expense, attor-
neys’ fees, or claims for injury or damages arising out of the performance of this 
Agreement but only in proportion to and to the extent such liability, loss, expense, 
attorneys’ fees, or claims for injury or damages are caused by or result from the 
negligent or intentional acts or omissions of Sponsor, its officers, agents, or 
employees. University agrees to defend, indemnify and hold Sponsor, its officers, 
employees and agents, harmless from and against any and all liability, loss, 
expense, attorneys fees, or claims for injury or damages arising out of the perfor-
mance of this Agreement but only in proportion to and to the extent such liability, 
loss, expense, attorneys’ fees, or claims for injury or damages are caused by or 
result from the negligent or intentional acts or omissions of University, its offic-
ers, agents, or employees

2. NOTWITHSTANDING ANYTHING TO THE CONTRARY IN THE 
LICENSE AGREEMENT, EACH PARTY (“INDEMNIFYING PARTY”) 
AGREES TO INDEMNIFY AND HOLD HARMLESS THE OTHER 
PARTY (“INDEMNIFIED PARTY”) AGAINST ALL LIABILITY, 
LOSSES, COSTS AND EXPENSES (INCLUDING REASONABLE 
ATTORNEY’S FEES) ARISING FROM (i) THE INDEMNIFIED 
PARTY’S BREACH OF ANY TERMS OR PROVISIONS CONTAINED IN 
THE LICENSE AGREEMENT AND/OR IN CONNECTION WITH THE 
PERFORMANCE OF SUCH AGREEMENT, (ii) VIOLATION BY THE 
INDEMNIFYING PARTY OR ITS AFFILIATES OF ANY APPLICABLE 
LAW, REGULATION, OR ORDER, (iii) ANY GROSS NEGLIGENCE OR 
WILLFUL MISCONDUCT OF THE INDEMNIFYING PARTY OR ITS 
AFFILIATES, OR (iv) ANY CLAIM RELATED TO ANY INJURY 
(INCLUDING DEATH) SUSTAINED BY ANY PERSON OR TO ANY 
PROPERTY RELATING TO OR RESULTING FROM THE INDEMNIFY-
ING PARTY’S GROSS NEGLIGENCE OR WILLFUL MISCONDUCT.
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K. Assignment

1. Neither Party may assign this Agreement without the prior written consent of the 
other party, which consent will not be unreasonably withheld. Notwithstanding 
the forgoing, either party may, without the prior consent of the other party, assign 
this Agreement to its parent or affiliate or to a successor, or to an acquiring entity 
in connection with a merger or sale of substantially all of the assets of the busi-
ness or product line to which the Agreement relates.

2. Consultant agrees that the Consulting Services under this Agreement are personal 
in nature and that Consultant may not assign or delegate the obligations under 
this Agreement without Client’s prior written consent.

L. Relationship of the Parties
The parties hereto are independent contractors. Neither party has any express or 

implied right or authority to assume or create any obligations on behalf of the other or to 
bind the other to any contract, agreement or undertaking with any third party. Nothing in 
this Agreement shall be construed to create a partnership, joint venture, employment or 
agency relationship between Company and Licensee.

V. Samples
The following agreements, examples collected from various sources, may be useful to 

the reader as a starting point when drafting the reader’s own agreements.

A. Employee Assignment Agreement

INTELLECTUAL PROPERTY RIGHTS AGREEMENT

I enter this agreement in consideration of the compensation paid for the services I per-
form for Company or Company subsidiary, either as an employee or otherwise under con-
tract. (Company and its subsidiaries are collectively referred to as “Company”.)

I assign to Company all rights to all patents, utility models, industrial designs, trade-
marks, service marks, semiconductor chip mask works and copyrights on all writings, 
designs, inventions and works that I conceive, make, invent or suggest during the term of 
such services and that are connected with my work or otherwise related to the business of 
Company. (The business of Company includes the business that exists or is anticipated at 
the time the rights come into existence.)

I will promptly disclose such writings, designs, inventions and works to Company.

At Company’s request, whether during or after the term of such services, I will sign 
patent applications and other lawful papers that Company considers helpful to secure and 
enforce such rights. Company will bear all expense related to such activities.

This agreement does not apply to an invention that I developed entirely on my own 
time without using Company’s equipment, supplies, facilities, or trade secret information 
except for those inventions that either relate at the time of conception or reduction to prac-
tice of the invention directly to Company’s business or to actual or demonstrably antici-
pated research or development of Company, or result from any work performed by me for 



The Institute of Continuing Legal Education 11-12

2007 Intellectual Property Spring Seminar, March 19, 2007

Company. This agreement does not affect Company’s ownership of rights in works made 
for hire.

I will protect Company business and technical information and other proprietary 
information created or obtained in the course of my services.

I will not disclose to Company, or use in performing services for Company any of my 
prior inventions that Company is not entitled to use, or any proprietary information 
belonging to others (including my prior employers) unless I have their written approval.

I will return to Company, at the time my services for Company cease or upon any ear-
lier request, all documents and other materials containing any Company business to tech-
nical information or other proprietary information created or obtained in the course of my 
services. I will not engage in any outside activity that would involve the use or disclosure 
of any Company business or technical information or other proprietary information cre-
ated or obtained in the course of my services unless I have prior written approval from a 
Company officer. This obligation is not changed by termination of my services for Com-
pany.

This agreement replaces any prior agreement regarding this subject matter and is 
binding on my executors, administrators, heirs, legal representatives and assigns. This 
agreement may be modified only by another written agreement, or by a written endorse-
ment on this agreement, signed by Company and me.

B. Consulting Agreement (In Part)

1. INVENTIONS AND DATA RIGHTS

a. CONSULTANT agrees that all software, notes, notebooks, designs, draw-
ings, models, writings, reports, sketches, formulas, specifications, memo-
randa and other data prepared and/or produced by CONSULTANT in the 
performance of this Agreement are works made for hire and are assigned to 
and shall become the sole property of COMPANY, including all rights 
therein of whatever kind or nature, and CONSULTANT agrees not to dis-
close same to any other person, firm or corporation. Upon termination of its 
work on the project, or upon the termination or expiration of this Agree-
ment, CONSULTANT agrees to promptly deliver to COMPANY all docu-
ments and other records which relate to the business activities of 
COMPANY, and all other materials which belong to COMPANY.

b. Should a court of competent jurisdiction hold that such notes, notebooks, 
designs, drawings, models, writings, reports, sketches, formulas, specifica-
tions, memoranda and other data or any portion thereof is not a “work made 
for hire,” CONSULTANT further agrees to and hereby assigns to COM-
PANY, Inc. as its exclusive property, its entire right, title and interest therein, 
including, without limitation, all past and future actions and causes of 
action, claims and demands, related to the foregoing either at law or in 
equity, and all damages, profits, penalties and other recoveries related 
thereto for past and future infringement thereof. CONSULTANT further 
agrees not to exercise any right under copyright, or other right of COM-
PANY in the work or materials, without the prior written approval of COM-
PANY.
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c. CONSULTANT agrees and does hereby assign to COMPANY, Inc. as its 
exclusive property, its entire right, title and interest in those inventions, 
innovations or ideas developed or conceived by it solely or jointly with oth-
ers, during the term of its work for or at COMPANY, which inventions, 
innovations or ideas relate to the products, processes, developments, 
research activities, or other business activities of COMPANY, or result from 
or are suggested by, work which it may perform at or for COMPANY, 
including, without limitation, all past and future actions and causes of 
action, claims and demands, related to the foregoing either at law or in 
equity, and all damages, profits, penalties and other recoveries related 
thereto for past and future infringement thereof. All rights, title and interest 
in such inventions, innovations or ideas shall be vested in COMPANY 
immediately upon such development or conception. CONSULTANT further 
agrees that, when requested, CONSULTANT will without charge to COM-
PANY, but at COMPANY’s expense, sign all papers, take all rightful oaths, 
and do all acts which may be necessary, desirable or convenient for securing 
and maintaining the patents, copyrights and legal protection for inventions 
or innovations in any and all countries and for vesting title in COMPANY, 
its successors, assigns, and legal representatives or nominees.

2. PROTECTION OF COMPANY’S BUSINESS

CONSULTANT agrees that it will not in any manner use its knowledge of COM-
PANY’s business for the benefit of any other person or company or divulge to 
others information or data concerning COMPANY’s business affairs, including 
the names of customers, names of employees, number or character of contracts, 
marketing strategies and prices, terms or particulars of COMPANY’s business. 
CONSULTANT will, in all things and in good faith, protect the good will of 
COMPANY’s business and keep confidential its knowledge of such business 
affairs acquired prior to and during the term of this Agreement.

C. Assignment Agreement (Lump Sum)
This agreement (“Agreement”), made this ___ day of January, 2007 (“Effective 

Date”), is entered into by and between __________________ and its affiliates (“Client”); 
and ________________, individuals residing at _____________________ (“Assignor”). 
The Assignor is named a the sole inventor on the patent and patent application described 
in Attachment A (“Patent Rights” as further defined below), which the Assignor desire to 
sell and assign to Client in exchange for the consideration set forth below. The parties 
hereby agree as follows

1. Client agrees to pay to the Assignor a one-time, lump-sum payment of 
______________ ($________) in full and complete satisfaction of the Assignor’s 
sale and assignment of the Patent Rights to Client hereunder.

2. For value received, the Assignor for themselves and their executors and heirs, 
agree to and do hereby irrevocably sell and assign to Client and its successors and 
assigns, all right, title and interest in and to the patent and patent application 
described in Attachment A to this Agreement, any and all divisionals, continua-
tions, continuations-in-part, reexaminations, reissues, and extensions thereof, and 
all corresponding United States and foreign patents and patent applications claim-
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ing priority to and from any of the foregoing, and including the right, but not the 
obligation, to sue for past infringement (collectively the “Patent Rights”), and 
any and all know-how of the Assignor related thereto, including but not limited 
to, all of the Assignor’s intellectual property rights therein.

3. From and after the Effective Date, the Assignor will execute in timely manner 
any and all documents, powers and instruments as Client may reasonably request 
to: (i) record the sale and assignment of the Patent Rights made to Client hereun-
der, (ii) permit Client to seek, maintain or prosecute any patent within the Patent 
Rights and to prosecute infringements thereof, (iii) permit Client to obtain neces-
sary or desirable regulatory approvals for products that embody any of the Patent 
Rights, and (iv) otherwise permit Client to deal with the Patent Rights as the sole 
and complete owner thereof.

4. Client will have the exclusive right and discretion to enforce any and all of the 
Patent Rights against any infringements and to defend any product that embodies 
the Patent Rights against any third-party action or claim alleging infringement of 
a the third party’s proprietary rights, and to retain all monies obtained as a result 
of such enforcement and defense. The Assignor will provide reasonable assis-
tance to Client in such enforcement and defense, at Client’s cost.

5. From and after the Effective Date, the Assignor will not disclose to any third 
party the Patent Rights, in whole or in part, or any business, financial or other 
confidential or proprietary information of Client, including but not limited to, the 
amount paid by Client to the Assignor under Section 1 of this Agreement.

6. The Assignor represent and warrant to Client that the Assignor: (i) is the sole and 
exclusive owner of the Patent Rights, free and clear of all liens, licenses and other 
encumbrances and rights of third parties, (ii) has full power and authority to 
transfer assignment of the Patent Rights to Client as set forth herein, free of any 
restriction or rights of third parties, (iii) has not received any notice from any per-
son or entity claiming to have any right, title or interest in the Patent Rights, and 
iv) does not own or control any other patent rights that relate to an 
______________ or method of the type described in the Patent Rights. The 
Assignor further grant Client the right to use Assignor’s name in the description, 
title and promotion of products that embody technology described in the Patent 
Rights.

7. This Agreement is to be construed in accordance with the laws of the State of 
_________, without regard to its conflict of law rules.

D. Exclusive License Agreement
THIS AGREEMENT, effective ____, is entered into by __________, a corporation of 

__________, having its principal place of business at (herein called LICENSEE), and 
__________, a corporation of __________, having its principal place of business at 
(herein called LICENSOR).

1. Background of Agreement

1.1 LICENSOR represents that it has certain patents pertaining to in respect 
to which it is prepared to grant an exclusive license to LICENSEE.
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1.2 LICENSEE wishes to acquire an exclusive license under selected patents 
of LICENSOR for purposes of ________________.

2. Definitions

As used herein, the following terms shall have the meanings set forth below:

2.1 PATENT or PATENTS means the following listed patents and or patent 
applications, patents to be issued pursuant thereto, and all divisions, con-
tinuations, reissues, substitutes, and extensions thereof:

2.2 LICENSED TERRITORY means that the United States of America, its 
territories, and its possessions.

2.3 IMPROVEMENT or IMPROVEMENTS means any patented modifica-
tion of a device, method, or product described in a PATENT provided 
such a modification, if unlicensed, would infringe one or more claims of 
issued PATENTS.

2.4 LICENSED FIELD means, and is limited to, the practice of the PAT-
ENTS and IMPROVEMENTS to_________________.

2.5 LICENSED PRODUCTS means any and all products which fall within 
the LICENSED FIELD and which are covered by or are produced using a 
process or method covered by a claim of a PATENT or IMPROVEMENT.

2.6 EFFECTIVE DATE shall be ______________, 199__.

2.7 NET SALES PRICE for the purpose of computing royalties, means LIC-
ENSEE’S invoice price, f.o.b. factory, after deduction of regular trade and 
quantity discounts, but before deduction of any other items, including but 
not limited to freight allowances, cash discounts, and agents’ commis-
sions. Where products are not sold, but are otherwise disposed of, the 
NET SALES PRICE of such products for the purposes of computing roy-
alties shall be the selling price at which products of similar kind and qual-
ity, sold in similar quantities, are currently being offered for sale by 
LICENSEE. Where such products are not currently being offered for sale 
by LICENSEE, the NET SALES PRICE of products otherwise disposed 
of, for the purpose of computing royalties, shall be the average selling 
price at which products of similar kind and quality, sold in similar quanti-
ties, are then currently being offered for sale by other manufacturers. 
Where such products are not currently sold or offered for sale by LIC-
ENSEE or others, then the NET SALES PRICE, for the purposes of com-
puting royalties, shall be LICENSEE’S cost of manufacture, determined 
by LICENSEE’S customary accounting procedures, plus ______ percent 

Applications
U.S. Application No. Date Filed

Letters Patent
U.S. Patent No. Expiration Date
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(___%). In order to assure to the LICENSOR the full royalty payments 
contemplated in this agreement, LICENSEE agrees that in the even any 
LICENSED PRODUCTS shall be sold for purposes of resale either (1) to 
a corporation, firm, or association which, or individual who, owns a con-
trolling interest in LICENSEE by stock ownership or otherwise, or (2) to 
a corporation, firm, or association in which the LICENSEE or its stock-
holders own a controlling interest by stock ownership or otherwise, the 
royalties to be paid in respect to such LICENSED PRODUCTS shall be 
computed upon the net selling price at which the purchaser for resale sells 
such PRODUCTS rather than upon the net selling price of the LIC-
ENSEE.

3. License Grant

3.1 LICENSOR hereby grants to LICENSEE, to the extent of the LICENSED 
FIELD and LICENSED TERRITORY, a license under PATENTS and 
IMPROVEMENTS to make, use and sell LICENSED PRODUCTS. No 
license under PATENTS and IMPROVEMENTS is granted, and no 
license should be implied, with respect to activities of LICENSEE outside 
the LICENSED FIELD and LICENSED TERRITORY.

3.2 The license granted pursuant to paragraph 3.1 hereof shall be exclusive, 
with the right to grant sublicenses, until ________, and nonexclusive with 
no right to grant sublicenses thereafter for the term of this Agreement.

4. License Fees and Royalty

4.1 LICENSEE shall, as a license fee, pay to LICENSOR, within 10 days 
after the EFFECTIVE DATE________ dollars ($____) which shall be 
nonrefundable and not creditable against the royalty called for under Sec-
tion 4.2.

4.2 LICENSEE shall pay to LICENSOR a royalty of __________ percent 
(__%) of the NET SALES PRICE of all LICENSED PRODUCTS sold or 
otherwise disposed of under the license granted under paragraph 3.1 of 
this License Agreement.

5. Minimum Royalties

5.1 LICENSEE shall pay to LICENSOR royalties as stated in paragraph 4.2, 
but in no event shall royalties for a calendar year for practice of the PAT-
ENTS and IMPROVEMENTS in the LICENSED FIELD and 
LICENSED TERRITORY be less than the following minimum royalties 
during each of the calendar years indicated:

Minimum Royalty,

Calendar Year U.S. $ per Calendar Year*

200 

200_

200 and each calendar year thereafter during the term of this Agreement

* Net to LICENSOR after taxes, if any, withheld at the source.
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5.2 LICENSOR may, by written notice to LICENSEE, terminate this Agree-
ment during any February subsequent to the year 19 , if LICENSEE has 
not practiced the PATENTS during the calendar year that precedes each 
such February to the extent of generating earned royalties as provided by 
paragraph 4.2 of this Agreement in the amount of ($____).

6. Sublicensing

6.1 Sublicensing in the LICENSED FIELD and LICENSED TERRITORY 
shall be the responsibility of LICENSEE so long as this license remains 
exclusive and it is the intent of the parties that sublicenses shall be avail-
able to qualified third parties on fair and reasonable terms. Sublicenses 
shall be nonexclusive licenses that are transferable only from LICENSEE 
to LICENSOR. LICENSEE shall supply LICENSOR with a copy of each 
sublicense agreement within thirty (30) days of the execution of the subli-
cense agreement.

6.2 The royalty for sublicensees shall be no less than that set forth for LIC-
ENSEE in paragraph 4.2, above.

6.3 LICENSEE shall pay to LICENSOR ______ percent (      %) of any and 
all income received by LICENSEE from sublicensing. Payment of 
LICENSOR’S share of sublicensing income shall be made to LICENSOR 
semiannually as provided in Section 7.1.

6.4 If this Agreement becomes nonexclusive or if it is terminated for any rea-
son, LICENSEE shall immediately assign all of its right, title, and interest 
to all sublicenses to LICENSOR including the right to receive all income 
from sublicensees. LICENSEE shall prior to execution of each sublicense 
make the sublicensee aware of this contingency.

6.5 Income received by LICENSEE from sublicensees shall not apply to the 
minimum royalty provisions of paragraph 5.1 or the earned royalty provi-
sions of paragraph 5.2.

7. Payments

7.1 Not later than the last day of each January and July, LICENSEE shall fur-
nish to LICENSOR a written statement in such detail as LICENSOR may 
reasonably require of all amounts due pursuant to paragraphs 4.2 and 6.3 
for the semiannual periods ended the last days of the preceding December 
and June, respectively, and shall pay to LICENSOR all amounts due to 
LICENSOR. In the event that the amounts due at the end of any calendar 
year do not equal the minimum royalties specified in paragraph 5.1 for 
said calendar year, LICENSEE shall pay to LICENSOR on the last day of 
the following January, the amount required to satisfy the minimum roy-
alty obligation for the preceding calendar year. Such amounts are due at 
the dates the statements are due. If no amount is accrued during any semi-
annual period, a written statement to that effect shall be furnished.

7.2 Payments provided for in this Agreement, when overdue, shall bear inter-
est at a rate per annum equal to one percent (1%) in excess of the “PRIME 
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RATE” published by “The Wall Street Journal” at the time such payment 
is due, and for the time period until payment is received by LICENSOR.

7.3 If this Agreement is for any reason terminated before all of the payments 
herein provided for have been made (including minimum royalties for the 
year in which the agreement is terminated), LICENSEE shall immediately 
submit a terminal report and pay LICENSOR any remaining unpaid bal-
ance even though the due date as above provided has not been reached.

8. Representations and Disclaimer of Warranties

8.1 NOTHING IN THIS AGREEMENT SHALL BE DEEMED TO BE A 
REPRESENTATION OR WARRANTY BY LICENSOR OF THE 
VALIDITY OF ANY OF THE PATENTS OR IMPROVEMENTS. 
LICENSOR SHALL HAVE NO LIABILITY WHATSOEVER TO LIC-
ENSEE OR ANY OTHER PERSON FOR OR ON ACCOUNT OF ANY 
INJURY, LOSS, OR DAMAGE, OF ANY KIND OR NATURE, SUS-
TAINED BY, OR ANY DAMAGE ASSESSED OR ASSERTED 
AGAINST, OR ANY OTHER LIABILITY INCURRED BY OR 
IMPOSED UPON LICENSEE OR ANY OTHER PERSON, ARISING 
OUT OF OR IN CONNECTION WITH OR RESULTING FROM (a) 
THE PRODUCTION, USE, OR SALE OF ANY APPARATUS OR 
PRODUCT, OR THE PRACTICE OF THE PATENTS OR IMPROVE-
MENTS; OR (b) ANY ADVERTISING OR OTHER PROMOTIONAL 
ACTIVITIES WITH RESPECT TO ANY OF THE FOREGOING, AND 
LICENSEE SHALL HOLD LICENSOR, AND ITS OFFICERS, 
AGENTS, OR EMPLOYEES, HARMLESS IN THE EVENT LICEN-
SOR, OR ITS OFFICERS, AGENTS, OR EMPLOYEES, IS HELD LIA-
BLE.

8.2 LICENSOR shall have the sole right to file, prosecute, and maintain all of 
the PATENTS that are the property of LICENSOR and shall have the right 
to determine whether or not, and where, to file a patent application, to 
abandon the prosecution of any patent or patent application, or to discon-
tinue the maintenance of any patent or patent applications.

9. Termination

9.1 This Agreement shall terminate upon the expiration of the last to expire of 
the PATENTS and IMPROVEMENTS included herein, or upon the aban-
donment of the last to be abandoned of any patent applications included 
herein, whichever is later, unless the Agreement is sooner terminated.

9.2 LICENSEE may terminate this Agreement at any time upon sixty (60) 
days’ written notice in advance to LICENSOR.

9.3 If either party shall be in default of any obligation hereunder, or shall be 
adjudged bankrupt, or become insolvent, or make an assignment for the 
benefit of creditors, or be placed in the hands of a receiver or a trustee in 
bankruptcy, the other party may terminate this Agreement by giving sixty 
(60) days’ notice by Registered Mail to the other party, specifying the 
basis for termination. If within sixty (60) days after the receipt of such 
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notice, the party receiving notice shall remedy the condition forming the 
basis for termination, such notice shall cease to be operative, and this 
Agreement shall continue in full force.

9.4 The word “termination” and cognate words, such as “term” and “termi-
nate,” used in this Article 9 and elsewhere in this agreement are to be 
read, except where the contrary is specifically indicated, as omitting from 
their effect the following rights and obligations, all of which survive any 
termination to the degree necessary to permit their complete fulfillment or 
discharge:

9.4.1 LICENSEE’S obligation to supply a terminal report as specified 
in paragraph 7.3 of this agreement.

9.4.2 LICENSOR’S right to receive or recover and LICENSEE’S obli-
gation to pay royalties (including minimum royalties) accrued or 
accruable for payment at the time of any termination.

9.4.3 LICENSEE’S obligation to maintain records under paragraph 11.1 
of this agreement.

9.4.4 Licenses, releases, and agreements of nonassertion running in 
favor of customers or transferees of LICENSEE in respect to 
products sold or transferred by LICENSEE prior to any termina-
tion and on which royalties shall have been paid as provided in 
paragraph 4.2 of this agreement.

9.4.5 Any cause of action or claim of LICENSOR accrued or to accrue, 
because of any breach or default by LICENSEE.

9.4.6 The representation and disclaimer of warranties of Section 8.1

10. Litigation

10.1 Each party shall notify the other party in writing of any suspected 
infringement(s) of the PATENTS and IMPROVEMENTS in the 
LICENSED TERRITORY and shall inform the other party of any evi-
dence of such infringement(s).

10.2 LICENSEE shall have the fist right to institute suit for infringement(s) in 
the LICENSED FIELD and the LICENSED TERRITORY so long as this 
Agreement remains exclusive, LICENSOR agrees to join as a party plain-
tiff in any such lawsuit initiated by LICENSEE, if requested by LIC-
ENSEE, with all costs, attorney fees, and expenses to be paid by 
LICENSEE. However, if LICENSEE does not institute suit for infringe-
ment(s) within ninety (90) days of receipt of written notice from LICEN-
SOR of LICENSOR’S desire to bring suit for infringement in its own 
name and on its own behalf, then LICENSOR may, at its own expense, 
bring suit or take any other appropriate action.

10.3 If this Agreement is nonexclusive at the time of infringement(s), the sole 
right to institute suit for infringement and to recover damages shall rest 
with LICENSOR.
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10.4 LICENSEE shall be entitled to any recovery of damages resulting from a 
lawsuit brought by it pursuant to paragraph 10.2. LICENSOR shall be 
entitled to recovery of damages resulting from any lawsuit brought by 
LICENSOR to enforce any PATENT or IMPROVEMENT, pursuant to 
paragraph 10.2.

10.5 Neither party may settle with an infringer without the prior approval of 
the other party if such settlement would affect the rights of the other party 
under the PATENTS and IMPROVEMENTS.

11. Records

11.1 LICENSEE shall keep accurate records of all operations affecting pay-
ments hereunder, and shall permit LICENSOR or its duly authorized 
agent to inspect all such records and to make copies of or extracts from 
such records during regular business hours throughout the term of this 
Agreement and for a reasonable period of not less than three (3) years 
thereafter.

12. Nonassignability

12.1 The parties agree this agreement imposes personal obligations on LIC-
ENSEE. LICENSEE shall not assign any rights under this Agreement not 
specifically transferable by its terms without the written consent of 
LICENSOR. LICENSOR may assign its rights hereunder.

13. Severability

13.1 The parties agree that if any part, term, or provision of this Agreement 
shall be found illegal or in conflict with any valid controlling law, the 
validity of the remaining provisions shall not be affected thereby.

13.2 In the event the legality of any provision of this Agreement is brought into 
question because of a decision by a court of competent jurisdiction, 
LICENSOR, by written notice to LICENSEE, may revise the provision in 
question or may delete it entirely so as to comply with the decision of said 
court.

14. Nonuse of Licensor’s Name

14.1 In publicizing anything made, used, or sold under this Agreement, LIC-
ENSEE shall not use the name of LICENSOR or otherwise refer to any 
organization related to LICENSOR, except with the written approval of 
LICENSOR.

15. Waiver, Integration, Alteration

15.1 The waiver of a breach hereunder may be affected only by a writing 
signed by the waiving party and shall not constitute a waiver of any other 
breach.

15.2 This Agreement represents the entire understanding between the parties, 
and supersedes all other agreements, express or implied, between he par-
ties concerning PATENTS and IMPROVEMENTS.
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15.3 A provision of this Agreement may be altered only by a writing signed by 
both parties, except as provided in paragraphs 13.1 and 13.2, above.

16. Marking

16.1 LICENSEE shall place in a conspicuous location on LICENSED PROD-
UCTS, patent notice in accordance with 35 U.S.C. ’282. LICENSEE 
agrees to mark any products made using a process covered by any 
PATENT or IMPROVEMENT with the number of each such patent and, 
with respect to such PATENTS and IMPROVEMENTS, to respond to any 
request for disclosure under 35 U.S.C. ’287(b)(4)(B) by only notifying 
LICENSOR of the request for disclosure.

17. Applicable Law

17.1 This Agreement shall be construed in accordance with the substantive 
laws of the State of ____________ of the United States of America.

18. Notices Under the Agreement

18.1 For the purpose of all written communications and notices between the 
parties, their address shall be:

or any other addresses of which either party shall notify the other party in 
writing.

IN WITNESS WHEREOF the parties have caused this Agreement to be executed 
by their duly authorized officers on the respective dates and at the respective places here-
inafter set forth.

E. Joint Development Checklist

1. Please provide the corporate name, address and state of incorporation for each of 
the parties cooperating in the joint development program.

2. Describe the business of the development partner and the technology to be devel-
oped under the joint development program.

3. Define the objective of the joint development program.

4. What will be the period or term of the cooperation or joint development program?

5. Is a supplier/purchaser commitment desired by one of the parties? (e.g., perhaps a 
preferred supplier to OEM agreement)

6. Will the relationship between the parties be exclusive or non-exclusive in some 
way?

7. Will each of the parties be permitted to work with the other party’s competitors 
on similar technology?

LICENSOR:
and

LICENSEE:
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8. Who will own (or license) the intellectual property developed during the joint 
development program?

9. Will there be any field or territory restrictions?

10. Will any patent or technology licenses need to be granted on existing technology? 
Will a royalty on existing patents be paid? If so, what will be the royalty struc-
ture?

11. Has a confidentiality agreement already been executed between the parties with 
respect to the technology? Should confidentiality obligations be made part of this 
agreement?

12. Is a management committee needed to set plans for the joint development pro-
gram?

13. How will costs of the joint development program be shared or funded?

14. Where will the development work take place (location)?

15. What technologies do each of the parties provide? Is it equal?

16. What is the background technology of each party?

17. Has a detailed Statement of Work been prepared defining tasks, responsible par-
ties and deliverables?

18. Will any trademarks be licensed?

19. Are there any regulatory issues to consider such as compliance with regulatory 
authority guidelines?

20. Are any warranty and/or indemnification obligations or disclaimers needed?

21. What termination provisions are envisioned? Are there any special requirements 
(especially survival or technology transfer requirements) upon termination of the 
Agreement?

22. Will the cooperating parties be permitted to grant licenses to third parties under 
the development program IP? If so, how will any royalties be allocated between 
the parties?

23. Provide contact names and addresses of each of the parties for the notice provi-
sion.

24. Provide the name and title of the signatory for each of the parties.
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F. Term Sheet – Nonbinding Term Sheet for License, Development and 
Commercialization Agreement

General Company B has developed a medical device known as the 
X-Device suitable for use in Y applications. Company A 
has expertise in developing and commercializing X-type 
devices. Under the terms of a definitive agreement 
(“Agreement”), Company A would fund certain develop-
ment work to be performed by jointly by Company A and 
Company B. Under the Agreement, Company A would 
receive an assignment of all of Company B’s IP rights in 
the X-Device worldwide created under the Agreement. 
Company A would pay royalties to Company B on Com-
pany A’s sales of X-Devices. Company A would grant back 
to Company B an exclusive license for applications in the Z 
field.

License Back Field Use of the X-Device device in Z applications.

License Back Territory Worldwide.

Product to Be Developed 
Under the Program

The production ready version of the product currently des-
ignated as the X-Device device, and any improvements 
thereto, sold for use outside the Z Field.

Development Committee The parties would form a development committee consist-
ing of 2 representatives from each party. Such committee 
would make day to day decisions regarding the strategy for 
Product development. Decisions would be made by unani-
mous consent.

Development Plan The parties would agree upon a development plan (“Devel-
opment Plan”) that would govern their respective responsi-
bilities for developing Products, and attach such plan to the 
Agreement. The Development Committee would modify 
the Development Plan annually.

Development Obligations Each party would use commercially reasonable efforts to 
perform its obligations under the Development Plan.

Commercialization Company A would use commercially reasonable efforts to 
commercialize Products each country in the Territory in 
which it obtains regulatory approval. Company A would be 
responsible, at its cost, for promoting, detailing and distrib-
uting Products.
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Upfront Fee Company A would pay Company B $___ upon execution 
of the Agreement.

Milestone Payments One-time only milestone payments would be paid by Com-
pany A to Company B for the first model only of Product 
are as follows:

I. $_____ in three installments, each due within 30 
days following the achievement of the relevant 
milestone:
1) $____ upon the date that the Development 

Committee determines that the results of test-
ing (as provided in the Development Plan) of 
Products support the commencement of pre-
production tooling efforts;

2) $_____ upon completion of verification and 
validation testing of Products to support com-
mencement of a feasibility trial of Product; 
and

3) $_____ upon the delivery by Company B to 
Company A of 100 Products for use in the 
first feasibility trial of Products.

II. $_____ within 30 days after successful completion 
(to be defined by mutual agreement of the parties) 
of the first feasibility trial for Products.

Additional Payments Company A would pay to Company B (on a quarterly 
basis) a royalty based on net sales of Product by Company 
A, its affiliates or sublicensees, as follows:

Royalty Due 
(% of net sales of Product)

1.5%
1.0
0.5%

Number of Units Sold in 
Calendar Year

 0 to 2,000,000 units
 >2,000,000 to 5,000,000 units
 >5,000,000 units

Or Company A would pay to Company B a minimum 
annual royalty equal to $_____ per year.

Supply Company B would initially supply Product for use in trials, 
not to exceed 200 units. The parties would agree upon the 
timing and mechanism for transitioning manufacturing and 
supply responsibilities to Company A, which shall thereaf-
ter supply or have supplied all Product for use in further 
development and commercialization under the Agreement.



11-25 The Institute of Continuing Legal Education

Advanced Patent and Technology License Drafting

Regulatory Filings and 
Communications

Company A would be solely responsible for the preparation 
and filing of all documents required in connection with 
seeking and obtaining regulatory approval of Products, at 
its sole expense. The parties would include in the Agree-
ment appropriate provisions for sharing information 
regarding reportable events to enable each party to comply 
with regulatory requirements.

Ownership and Licensing 
of Intellectual Property

Company B would assign all of its patent rights in the X-
Device and all intellectual property made or created by or 
for Company B under the Program to Company A. Com-
pany A would grant back to Company B an exclusive, roy-
alty-free license under all such intellectual property to 
make, use, sell, offer to sell and import products for use in 
the Field and in the Territory.

Exclusivity During the term of the Agreement and for __ years thereaf-
ter, Company B would not, directly or indirectly, develop 
or commercialize any X-type device suitable for use out-
side of the Field.

Patents Prosecution Party A will be responsible and have sole discretion for fil-
ing and prosecuting patent applications on Program IP, and 
maintaining patents issued thereon, at such Party A’s sole 
expense. Party B will cooperate with Party A in good faith 
in seeking patent protection for any Inventions created 
under the Program.

Termination Each party would have the right to terminate the Agree-
ment for material breach by the other party if such breach 
remains uncured for 30 days after the non-breaching party 
provides a notice to the breaching party of such breach.
Company A would pay Company B an early termination 
fee of $_______ if Company A terminates the Agreement 
for convenience.

Assignment The Agreement would be assignable in connection with a 
merger or sale of substantially all of the assets of a party to 
which the Agreement relates. No other assignment would 
be allowed without prior written consent of the other party, 
which would not be unreasonably withheld.

Governing Law The Agreement would be governed by the laws of the State 
of Delaware.
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G. Joint Development Agreement
This agreement (“Agreement”), made this _____ day of ____, 200_(“Effective Date”), is 
entered into by and between Client Corporation, a corporation formed under the laws of 
__________________ having a place of business at _______________ and its Affiliated 
Companies (“Client”), and Company, Inc., a corporation formed under the laws of 
______________________ having a place of business at _______________________ and 
its Affiliated Companies (“Company”), (each individually a “Party”, and collectively the 
“Parties”).

RECITALS:

A. Client is in the business of providing management and technology consulting ser-
vices in areas that include, but are not limited to, enterprise integration, human 
resources, strategic planning and supply chain management.

B. Company is engaged in the business of developing, manufacturing and selling 
_______________.

C. Client and Company each desire to undertake one or more joint development pro-
grams (“Program(s)”, as defined below) under this Agreement and believe that 
such Program(s) may lead to future business opportunities. The Parties wish to 
have this Agreement in place to provide a basis for such opportunities.

In consideration of the covenants set forth in this Agreement, the Parties agree as follows:

1.0 Definitions

In addition to terms defined elsewhere in this Agreement, the following terms are 
defined as indicated:

1.1 “Affiliated Companies” means with respect to a Party, any legal entity 
controlling, controlled by or under the common control of the Party, 
directly or indirectly. For purposes of this definition, “control” shall mean 
owning fifty per cent (50%) or more of the share capital or the right to 
direct the management of the entity.

1.2 “Background Technology” means patents, patent applications, know-
how, trade secrets, Confidential Information, and other intellectual prop-
erty rights related to Technology created, developed, acquired or con-
ceived by a Party: i) prior to the Effective Date; and ii) during the Term of 
this Agreement solely by employees or agents of the Party not working in 
the Program and not based on the Proprietary Information of the other 
Party.

1.3 “Confidential Information” means with respect to a Party any informa-
tion pertaining to the Technology maintained and protectable by the Party 
as confidential information or as a trade secret.

1.4 “Program(s)” means mutually agreed upon development programs or 
joint projects under this Agreement covered by separate Statements of 
Work.

1.5 “Program Intellectual Property” has the meaning set forth in Section 5.1.
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1.6 “Statement of Work” or “SOW” means a document setting forth the deliv-
erables for a Program and associated performance benchmarks, mile-
stones, timelines, cost allocations, and responsibilities of the Parties. 
Statements of Work include Attachment A to this Agreement, and if 
signed and dated by the Parties, any document of the foregoing descrip-
tion that the Parties may elect from time to time to add to this Agreement.

1.7 “Technology” means any idea, invention, work of authorship, database, 
trade secret, know-how, sample, method, process, formula, algorithm, 
internet address, composition, material, treatment, chemical, test result, 
marketing, engineering or business information, specification, report, 
application for patent, patent, and any other information or intellectual 
property protectable by United States or foreign intellectual property laws 
including the laws of patents, copyright, trade secrets and confidential 
information.

1.8 “Term” has the meaning set forth in Section 10.1.

2.0 Cooperation and Development

2.1 The Parties agree to cooperate in accordance with any Program for the 
Term of this Agreement. Each Party shall use reasonable efforts to per-
form its obligations in the Program(s) using the latest state of the art tech-
nology available to that Party.

2.2 The Parties may elect from time to time to amend this Agreement to add a 
Program defined by a separate Statement of Work.

2.3 Each Party shall, as soon as practicable after the start of the Program, dis-
close that portion of its Background Technology to the other Party that is 
reasonably needed for the success of the Program. Any Confidential 
Information related to the Technology that has been exchanged between 
the Parties prior to signing of this Agreement shall hereafter be made sub-
ject to the provisions of this Agreement.

2.4 Each Party shall, on a continuous basis during the Term of this Agree-
ment, disclose to and keep the other Party fully informed of any Technol-
ogy created, developed, acquired or conceived under any Program.

3.0 Program Management. Each Party, in its sole discretion, but in consultation 
with the other Party, shall nominate one of its employees or agents to have man-
agement responsibility for carrying out the Party’s development work under a 
Program.

4.0 Ownership of Program Intellectual Property

4.1 In the event that the Background Technology of Company is required for 
Client to commercialize a product that embodies any of the Program 
Intellectual Property, Company agrees to grant to Client a world-wide, 
non-exclusive license, on reasonable terms and conditions, under Com-
pany’s Background Technology.
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4.2 Company agrees to and hereby does assign to Client all of Company’s 
right, title and interest in and to all Technology made or conceived by 
Company and its employees and agents, either solely or jointly with 
employees and agents of Client, in performing the Program or based on 
the Client’s Proprietary Information (“Program Intellectual Property”). 
Company agrees to execute and require each of its employees and agents 
to execute intellectual property assignment agreements that will enable 
Company to convey the rights it grants to Client under this Section 4.2 
and to execute any other agreements or documents requested by Client to 
enable Client to seek, perfect and enforce the rights granted by Company 
to Client under this paragraph. Company agrees upon Client’s request to 
deliver any and all such signed agreements and documents to Client. 
Company agrees not to sue Client, any of its affiliates, or any of their cus-
tomers or vendors based on any patent, application for patent, or other 
industrial or intellectual property right obtained by Company on Program 
Intellectual Property or any improvement thereof.

4.3 In consideration of Company’s assignment under Section 4.2 of this 
Agreement, Client agrees to purchase at least thirty percent (30%) of Cli-
ent’s annual requirements of any product that would infringe valid and 
enforceable claim of any patent within the Program Intellectual Property 
if held by another (“Covered Products”). If Company is unable or unwill-
ing to provide or deliver any Covered Product on commercially competi-
tive terms (including, but not limited to, meeting Client’s standards for 
technology, quality, service, on-time delivery and price) or if Client rea-
sonably believes that Company will not able to meet its supply obliga-
tions or is otherwise in breach any material supply term and such failure is 
not cured within ninety (90) days of Client’s written notice to Company 
specifying the breach in reasonable detail, then Client may manufacture 
or purchase from a third party up to one hundred percent (100%) of Cli-
ent’s requirements for the Covered Product.

5.0 Protection of Program Intellectual Property

5.1 From and after the Effective Date, Company will execute any and all doc-
uments, instruments and/or agreements as Client may reasonably request 
to: (i) record the assignment of the Program Intellectual Property to Cli-
ent, (ii) permit Client to maintain or prosecute any patents relating to the 
Program Intellectual Property and, in its sole discretion, to prosecute 
infringements thereof, (iii) permit Client to obtain any and all necessary 
or desirable regulatory approvals relating to products that embody the 
Program Intellectual Property, and (iv) otherwise permit Client to deal 
with the Program Intellectual Property as the sole and complete owner 
thereof. Client may, in its discretion and at its own cost, seek patent pro-
tection for products and/or Program Intellectual Property in any country 
using the patent counsel of its selection, which will be managed by Client.
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5.2 Client will have the exclusive right and discretion to enforce any patents 
obtained under this Agreement against any infringements and to defend 
the Covered Products against any third-party action or claim alleging that 
a Covered Product infringes the third party’s proprietary rights. Company 
will provide reasonable assistance to Client in such enforcement and 
defense. Company will promptly notify Client of any suspected or actual 
infringement of the Program Intellectual Property that may come to Com-
pany’s attention.

6.0 Infringement of Third Party’s Intellectual Property Rights

6.1 During the Program, the Parties will endeavor to ascertain that no third 
party’s intellectual property rights are conflicted or infringed.

6.2 If any of the Parties determines that there is a conflict or infringement of a 
third party’s intellectual property rights, it shall promptly notify the other 
Party thereof. The Parties shall consult with each other as to how to over-
come such conflict or infringement of a third party’s intellectual property 
rights.

7.0 Funding of Development Program. Except as provided in a Statement of Work 
for a Program, each Party shall allocate the resources and personnel that it deems 
necessary to fulfill its obligations, and shall bear its own expenses, in connection 
with each Program.

8.0 Confidentiality

8.1 During the Term of this Agreement and for a period of ten (10) years 
thereafter, each of the Parties undertakes to keep confidential, use solely 
for Programs, and not to disclose to any third party, except as reasonably 
necessary to realize the purposes contemplated by this Agreement, the 
Confidential Information of the other Party. The foregoing obligations 
shall not extend to any information that: i) is or becomes publicly known 
without fault of the recipient, or ii) is or becomes lawfully available from 
another source, or iii) was known to the recipient before receipt from the 
disclosing party, or iv) is independently developed by the recipient party 
as evidenced by contemporaneous written documentation, or v) is 
required by law or regulation to be disclosed, provided that the recipient 
uses reasonable efforts to notify the disclosing party to provide an oppor-
tunity to restrict its disclosure and to obtain confidential treatment, or vi) 
is disclosed to auditors as part of a quality control or similar audit.

8.2 Either Party may disclose the existence of this Agreement to customers, 
but neither Party may disclose details of any Program to any third person 
without prior written consent of the other Party. Neither Party will make 
any press release, public announcement, or public product displays 
related to this Agreement without the prior review and prior written con-
sent of the other Party, which consent will not be unreasonably withheld. 
Subject to the above provisions, nothing in this Agreement will be 
deemed to preclude either Party from working with third parties on simi-
lar development projects.
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9.0 Assignment. This Agreement shall inure to the benefit of and be binding upon 
the Parties hereto and neither the rights, nor the duties of either Party may be 
assigned in whole or in part without the prior written consent of the other Party. 
Notwithstanding the forgoing, Client may, without the prior consent of the other 
party, assign this Agreement to its parent or affiliate or to a successor, or to an 
acquiring entity in connection with a merger or sale of substantially all of the 
assets of the business or product line to which the Agreement relates.

10.0 Term and Termination

10.1 This Agreement enters into effect on the Effective Date and shall remain 
in full force for a period of one (1) year, or as further extended pursuant a 
Program (“Term”), or earlier terminated under the provisions of this Sec-
tion 10.0. Either Party may terminate this Agreement for convenience at 
any time upon sixty (60) days prior written notice to the other Party given 
pursuant to Section 12.

10.2 In the event of a noncompliance with any material term or condition 
(“Breach”) of this Agreement by either Party, the other Party in addition 
to any other remedies it may have, may terminate this Agreement by a 
written notice to the breaching Party specifying such Breach. This Agree-
ment shall terminate automatically sixty (60) days after the effective date 
of the notice pursuant to Section 12, unless the breaching Party cures the 
breach within such sixty (60) day period.

10.3 Each Party’s rights and obligations that accrued before the effective date 
of termination or expiration of this Agreement shall survive thereafter. 
Sections 4.0, 5.0, 8.0, 9.0 and 13.0 will survive the expiration or early ter-
mination of this Agreement.

11.0 Force Majeure. Neither Party shall be held to have committed a breach of this 
Agreement in the event of its inability to carry out, observe and comply with any 
of the provisions or conditions hereof insofar and for so long as such inability 
arises out of or is caused by war, terrorism, Act of God, statutes or other require-
ments of duly constituted legislative bodies, strikes, lock-outs, or disturbances of 
a national character. The obligation affected shall be suspended for the duration 
of the circumstances provided that the Party affected has notified the other Party 
in writing.

12.0 Notice. All notices relating to this Agreement shall be given by fax, first class 
mail or courier addressed as follows:

If to Client Corporation  If to Company:

Client Corporation
Address
Address
Attn: _________________

General Counsel
Phone:
Fax:

Company, Inc.
Address
Address
Attn: __________________

General Counsel
Phone:
Fax:
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or any other addresses of which either Party shall notify the other Party in writ-
ing. Any notice provided for in this Agreement shall be deemed effective on the 
date of actual receipt by a Party.

13.0 Governing Law. All questions relating to the validity, interpretation, rights and 
remedies of the Parties under this Agreement shall be decided solely in accor-
dance with the laws of the State of New York, USA, without regard to its conflict 
of laws provisions. The Parties further consent to the jurisdiction and venue for 
resolving any controversy involving this Agreement in New York, New York, 
USA.

14.0 Entire Agreement; Modification. This Agreement constitutes the entire under-
standing and agreement relating to the subject matter of this Agreement. There 
are no representations, warranties, agreements or understandings between the 
Parties related to the subject matter of this Agreement that are not contained in 
this Agreement. This Agreement may not be modified or amended except by 
writing duly signed by the authorized representatives of both Parties.

15.0 Patents, Trademarks, and Trade Names. Except as otherwise expressly and 
specifically set forth in this Agreement, nothing in this Agreement is to be con-
strued as granting to the either Party any rights in any intellectual property of the 
other Party, including, but not limited to, any patents, patent applications, trade-
marks or trade names of the other Party.

16.0 Relationship of the Parties. Nothing in this Agreement shall be construed as 
making either Party the joint venturer, agent, employer, or employee of the other 
Party. Neither Party shall have the authority to make any statements, representa-
tions, or commitments of any kind, or to take any action which shall be binding 
on the other, except as provided herein or authorized in writing by the Party to be 
bound.

17.0 Warranties. Each Party warrants that it has the right and the power to enter into 
this Agreement and that its performance will not violate any agreement between 
it and any third party.

Each of the Parties has caused this Agreement to be executed below by its duly autho-
rized representative.

Attachment A
STATEMENT OF WORK

[See description of SOW in Section 1.6]
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Exhibit A
PowerPoint Presentation

1

PATENT AND TECHNOLOGY PATENT AND TECHNOLOGY 

AGREEMENTSAGREEMENTS

MARGARET A. DOBROWITSKY

Michigan State Bar Intellectual Property Law Section, 

March 19, 2007 Spring Seminar

2

DISCLAIMER

� These materials are public information and have been prepared solely 

for educational and entertainment purposes to contribute to the 

understanding of American intellectual property law. These materials 

reflect only the personal views of the author and are not individualized 

legal advice. It is understood that each case is fact-specific, and that 

the appropriate solution in any case will vary. Therefore, these

materials may or may not be relevant to any particular situation. Thus, 

the author and Brinks Hofer Gilson & Lione cannot be bound either 

philosophically or as representatives of their various present and future 

clients to the comments expressed in these materials. The presentation 

of these materials does not establish any form of attorney-client 

relationship with the author or Brinks Hofer Gilson & Lione.  While 

every attempt was made to ensure that these materials are accurate, 

errors or omissions may be contained therein, for which any liability is 

disclaimed.
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3

Overview Of Presentation

� IP Development

� IP Commercialization 

� Agreement Provisions

� Sample Agreements

� Questions?

4

IP Development

� Client Solely Develops

� Client Acquires Title

� Client Licenses In 

� Client Jointly Develops
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5

Client Solely Develops

� In-House Development

� Employee Assignment

� Subcontractor Development

� Engineering Services Agreement

� Consulting Agreement

6

Client Acquires Title

� Assignment Agreement

� Lump-Sum or Royalty

� Due Diligence – Prior to Execution 

� Search Owner of Record

� Have Maintenance Fees Been Paid?

� Follow-up – After Execution

� Record Title

� Prosecution File Transfer

� Attorney of Record Change

� Foreign Associate Notification
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7

Client Licenses In

� Universities

� Exclusive License (in Field)

� Sponsored Research Agreement 

� Hospitals

� Technology Development Firms

� Sole Inventors – e.g., Doctors

8

University Agreements

� Exclusive vs. Non-Exclusive License

� Publication

� Ownership of Data

� Improvements

� Government Rights

� Option
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9

Client Jointly Develops

� Joint Development Environment

� Joint Development Checklist 

� Term Sheet

� Joint Development Agreement

10

Client Jointly Develops

Joint Development Environment

Program Input/Output

Party A

2

Party B

Background 

Technology and 

Resources

Joint Development 

Program

Deliverables

(product, 

product designs, 

Evaluation Reports )

Intellectual 

Property

Rights

Background 

Technology and 

Resources
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11

IP GENERATION OVER TIME

T = Effective Date

Program Begins

Background IP

Joint Development Program

Program IP

Non-Program IP

Time

Foreground IP

12

Statutory Default for 

Background IP and Program IP

� Application of US Laws  - Assuming No 

Agreement to Modify IP Rights

Joint Parties 

A&B

Joint 

Ownership*

Sole Party B

Party B owns

Sole Party A

Party A owns

Party B

Party B owns

Party A

Party A owns

Program IPBackground IP

*Joint ownership – US patent laws gives each joint owner rights to 

license, sue for infringement, commercialize, etc. without accounting 

to or seeking approval from the other owner
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13

(Foreground IP) Program Technology

Generated in Three Different Ways

Joint Development Program IP

Party A Solely Invented Program IP

Parties A&B Jointly Invented Program IP

Party B Solely Invented Program IP

14

Ownership of IP

� Make the Rules Clear in the Agreement

� Does not have to depend on inventorship.

� Is there a subject matter division that make sense?

� Inventorship Disputes are Common

� Document all contributions
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15

Alternative Treatments for

Background IP and Program IP

Statutory Default Modified through Contract - Joint Development Agr.

Alternative 1 – All Program Technology Jointly Owned by Parties

Joint A&B

Joint

Ownership

Sole Party B

Joint

Ownership

Sole Party A

Joint

Ownership

Party B

Party B 

owns – no 

license to 

Party A

Party A

Party A 

owns – no 

license to 

Party B

Program IPBackground IP

16

Alternative Treatments for

Background IP and Program IP

Statutory Default Modified through Contract - Joint Development Agr

Alternative 2 – Each party owns its own Solely Invented Program Technology and 

Grants a Non-Exclusive License under it to the Other Party

Joint A&B

Joint 

Ownership

Sole Party B

Party B owns 

grants Party A 

non-exclusive 

license

Sole Party A

Party A owns 

grants Party B 

non-exclusive 

license

Party B

Party B owns 

– no license 

to Party A

Party A

Party A owns 

– no license 

to Party B

Program IPBackground IP
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17

Some Options for Treatment of 

Background IP and Program IP

1. Ownership of Program Technology/IP may be allocated 

based on the business and/or product lines of the 

parties, i.e., Fields of Use or Distribution Channels 

2. A royalty may be generated for the other party when one 

party commercializes Program Technology

3. The right to sublicense others may be given to one or more of 

the parties and sublicensing income may be collected and/or 

shared

4

18

Commercialization

� Commercializes Itself

� Sells All the Rights

� Grants Exclusive License(s)

� Grants Nonexclusive Licenses

� Forms Joint Venture
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Spectrum of Control
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20

Two Extremes

� Commercialize it yourself

� Angels, VC’s and Government Grants.

� Need more than good science.

� Business Plan

� Exclusive Rights

� Sell All the rights

� Assignment for Lump Sum 

� Assignment for Royalty Stream
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21

Remaining 3 Options 

Require More Complex 

Agreements

� Joint Venture 

� Grant Exclusive License(s)

� Field of Use

� Grant Nonexclusive Licenses

22

Term Sheets

� Before Negotiation Starts 

� What does Client Want?

� After Negotiation Starts, but before

Drafting Agreement 

� What does each Party Want?
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23

Define Success Modes 

�Who does What?

�Who gets What?

�Try for a Win-Win

� Look as Far Ahead as Possible

�e.g., what would this agreement 

do to client’s chances of being 

acquired, etc.?

24

Contemplate Failure Modes

� Failure of Science

� Loss of Interest by One Party

� Modification of Relationship

� Third Party Patent Issues

� Escape Provisions

� Walk Away

� Penalties
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25

Align Risks and Rewards

� All up for negotiation

� Make sure they make sense

� Use the incentives/penalties to motivate the 

behavior

� Make sure that, even if some of the 

circumstances change, the agreement still 

produces a benefit to client

26

Agreement Provisions

� Background (Recitals)

� Definitions

� Grants

� Consideration

� Ownership of IP and Data

� Confidentiality

� Publication

� Representations and Warranties 

� Term and Termination 

� Most important provisions to review and understand

� Prosecution

� Dispute Resolution

� Indemnification 

� Consider the financial strength of the indemnitor

� Assignment
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27

Background

� Do not be too broad or too 

narrow in stating the scope of 

the agreement

28

Definitions

� When in doubt, define it.

� Licensed patents, licensed products, 

improvements, field of use, effective date, 

net sales, territory, etc.

� Check for consistency all the way to the 

last read-through
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29

Grant

� Use precise language

� Exclusive or nonexclusive license 

� To make (have made), use, offer to sell, sell, 

import licensed products

� Under the licensed patents (and know-how)

� In the specified territory and/or field

� For the specified term

� Contingent on payments

� With or without right to sublicense

30

Consideration

� Up front payment

� Milestone payments

� Minimum payments

� Earned Royalties

� Sublicensing fees

� Share of settlement & litigation awards
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31

Term and Termination

� For Convenience w/Notice

� Common for Licensee

� For Breach w/Cure Period

� Effect of Termination

32

Other Agreements

� Confidential Disclosure Agreements

� Should precede the disclosure

� Keep copies in a secure place

� Material Transfer Agreements

� Option Agreements

� Right of First Refusal Agreements

� Evaluation Agreements 
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33

Questions?

Comments?

34

MARGARET A. DOBROWITSKY

(734) 302-6026

MDOBROWITSKY@USEBRINKS.COM




