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INTELLECTUAL PROPERTY ATTORNEYS SPECIALIZING IN PATENT LAW are often

called on to render patent opinions. A substantial amount of background work

goes into rendering these opinions. Such background work might include

conducting infringement and validity searches; reviewing patents and file his-

tories; consulting with technical experts; and exploring ‘‘on-sale,’’ public-use,

best-mode, and inequitable conduct issues. Usually, writing the opinion only

amounts to a small portion of the work involved. However, it’s the written

opinion that undergoes the greatest scrutiny by the courts.

This article is intended to provide the general practitioner, corporate

patent counsel, and intellectual property attorneys (who have only a few years

of experience) with a basic understanding of the legal principles of patent law

that often arise in noninfringement opinions. This article is also intended to

provide guidelines for attorneys reviewing opinions to determine whether a

particular written opinion should withstand scrutiny by the courts. This arti-

cle only addresses noninfringement opinions. Nonetheless, there may be other

reasons why a potential infringer may still be free to manufacture, use, and sell

a proposed product or process. Such reasons might include invalidity and un-

enforceability that are not the subject of this article.
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Notice of the Patent—
Duty of Care

When a potential patent infringer has no-
tice of another’s patent rights, it has an affir-
mative duty of due care. That affirmative
duty of care normally would require obtain-
ing competent legal advice of counsel before
infringing or continuing to infringe.1

Willfulness is determined from the state
of mind of the infringer by examining the
totality of the circumstances.2 Proof of will-
ful infringement must be by clear and con-
vincing evidence.3

Because willful infringement is a question
of intent, a party cannot be found to have
willfully infringed a patent that it had no
knowledge of.4 Thus, the duty to seek and
obtain competent legal advice only arises
when the potential infringer has notice of
the patent.5 However, the Federal Circuit de-
cided sua sponte to undertake en banc review
of cases regarding the issue of drawing adverse
inferences when a defendant has not obtained
legal advice regarding infringement.6

Objectives of the Opinion
In writing an opinion or reviewing a writ-

ten opinion, it’s important to keep the ob-
jectives or purposes in mind. The primary
purpose of a patent opinion is to advise the
client of activities that would avoid infringe-
ment of an adversely held, unexpired, valid,
and enforceable patent. Such activities in-
clude the client’s proposed activities and ‘‘de-
sign around’’ activities. A charge of willful in-

fringement will usually not prevail when a
potential infringer, in good faith, attempts to
design around a patent.7

A secondary objective or purpose of the
opinion is to avoid a finding of willful in-
fringement. If infringement is found to be
willful, the court may increase damages up to
three times the amount found or assessed.8
For willful infringement to be found, there
must be actual infringement, and secondly,
there must be knowledge of the patent. For
non-willful infringement, the infringer must
have had a ‘‘good faith belief ’’ that his or her
activity was otherwise proper. The belief
must have a reasonable basis. Good faith be-
lief may be inferred from having obtained
and relied on a timely, competent, and au-
thoritative legal opinion.9

Timeliness
A factor that courts consider in determin-

ing willful infringement is whether the ac-
cused infringer relied on a timely opinion of
the counsel. The sequential order of knowl-
edge of patent infringement and commer-
cialization by the accused infringer will be
examined in determining willful infringe-
ment. Advice of counsel with regard to in-
fringement should be obtained as quickly 
as possible. A potential infringer who has
knowledge of the patent rights of another be-
fore commercialization must obtain legal ad-
vice before beginning any potential infring-
ing activities.10 Knowledge of a patent that
was obtained after commercialization will not
bar a finding of willful infringement.

Again, the affirmative duty of an accused
infringer normally entails obtaining compe-
tent legal advice before infringing or contin-
uing to infringe.11 For example, willfulness
has been found where the infringing activi-
ties began before issuance of the patent and
the infringement suit was filed 60 days after
issuance of the patent.12 Likewise, the Federal
Circuit has cited an infringer’s copying activi-
ties as pre-patent knowledge of a patent, and
found that the infringer’s continued produc-
tion without obtaining an opinion of counsel
was willful, even though the suit was filed
nine days after the patent issued.13 Thus,
promptly obtaining a competent opinion of
counsel is important in avoiding a finding of
willful infringement and an award of en-
hanced damages.

Reliance in Fact
Another factor courts will consider is ‘‘re-

liance in fact’’ on counsel’s advice when the
opinion is asserted as a defense to willful in-
fringement. After the opinion is rendered, it
is important to reconfirm that the commer-
cial product or process utilizes or operates
within the parameters set forth in the opin-
ion as a basis for avoiding infringement.14

Competent Attorneys 
and Competent Opinions

Not only must the opinion be timely, but
the opinion must also be competent. How-
ever, the opinion does not have to be cor-
rect. If the opinion has to be used as a de-
fense to willful infringement, it is clear that

GEMENT

Fast Facts
■ The primary purpose of 

a patent opinion is to advise
the client of activities that
would avoid infringement 
of an adversely held,
unexpired, valid, and
enforceable patent.

■ Proof of willful infringement
must be by clear and
convincing evidence.

■ A potential infringer, who 
has knowledge of the patent
rights of another before
commercialization, must
obtain legal advice before
beginning any potential
infringing activities.
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indeed incorrect.
Opinion letters are reviewed by the courts

to determine whether they evidence an ade-
quate foundation based on all the necessary
facts, or whether they are conclusory on their
face.15 Counsel’s opinion must be thorough
enough, combined with other factors, to in-
still a belief in the infringer that a court might
reasonably hold the patent invalid, not in-
fringed, or unenforceable. In considering the
reasonableness of the infringer’s reliance
upon an opinion of counsel, the opinion let-
ter is reviewed for its overall tone, its dis-
cussion of case law, and its analysis of the
particular facts.16 An infringer cannot have
the good faith belief necessary to avoid will-
ful infringement when he or she knows that
counsel’s opinion is based upon misstate-
ments or omissions of fact that would affect
the opinion.17

The opinion should analyze validity, in-
fringement, and enforceability issues in de-
tail, including discussions of the prior art, the
accused device, and claim language of each
claim separately, not the claims as a group. A
failure to include a discussion of infringe-
ment under the doctrine of equivalents has
contributed, among other deficiencies in the
opinion, to a f inding of willful infringe-
ment.18 However, a lack of a doctrine of
equivalents analysis is not necessarily fatal,
provided the opinion letter contains enough
other indicia of competence.19

The competence of the opinion author
has been raised in the context of (1) whether
the author is an attorney, (2) whether the
opinion is by in-house counsel or outside

counsel, and (3) whether the author had
patent litigation experience.

As to the first question, an infringer may
not escape a finding of willfulness by relying
on in-house memos from engineers, execu-
tives, and other laypersons as to non-infringe-
ment or invalidity. Thus, the opinion author
should be an attorney.

As to the second question, the Federal
Circuit has indicated the fact that a corpora-
tion obtained the opinion from its own in-
house counsel does not demonstrate a lack of
good faith, but is a factor to be weighed.20 A
factor to be considered in determining the
appropriateness of using in-house counsel is
whether the accused infringer acted reason-
ably. Whether the infringer acted reasonably
is not a question of whether the opinion au-
thor was in-house counsel or outside coun-
sel, but whether the opinion was competent.
That is, whether the opinion author exercised
independence and the opinion included the
elements of a competent opinion. The opin-
ion author selected must be able to reach an
unbiased, undirected conclusion based solely
on a legal analysis of the facts and an inter-
pretation of the law. Likewise, the fact that
the infringer consulted an attorney who was
not a patent attorney does not control, but
does bear on the question of whether the in-
fringer acted in good faith.

As to the third question, the Federal Cir-
cuit has considered, relevant to the issue of
good faith reliance, the fact that a defendant
obtained a non-infringement opinion from
an attorney who had no in-court experience
in patent litigation.21 However, lack of pat-
ent litigation experience will not be control-

ling provided the opinion has the elements
of a competent opinion. The substance of
the counsel’s opinion and the sufficiency of
counsel’s investigation, as outlined in the ex-
tended version of this article, should be suffi-
cient to establish that the opinion relied on
was competent.

The extended version of this article can be
found at http://www.michbar.org/e-journal/
bar_journal/brooks_web.html. ♦
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